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DETAILED ACTION 

Claim Objections 

1 . Claim 52 is objected to because of the following informalities: the recitation of 
"the impact force" lacks proper antecedent basis. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

3. Claims 56-57 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
patent 4,646,830 to Templeton. 

Regarding claim 56, Templeton discloses a method for delivering an impact force 
to a tubular string (see col. 1, lines 43-45), comprising: providing a tubular string 19 
comprising ajar 18, wherein the jar comprises a signal conducting path 74 and a fluid 
flow path from port 70 to port 72 therethrough, and the signal conducting path 74 is 
isolated from the fluid flow path (see Figs. 1 and 6); and pulling or pushing on the string 
from a rig 16, thereby operating the jar to deliver the impact force (see col. 4, lines 36-52 
and col 5, lines 24-62). 

Regarding claim 57, the signal path 74 is isolated from any flow path through the 
jar (see Fig. 6). 
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4. Claims 56 and 58 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
patent 6,481,495 to Evans. 

Regarding claim 56, Evans discloses an inherent method for delivering an impact 
force to a tubular string, comprising: providing a tubular string comprising a jar 10"" (see 
col. 4, lines 26-28), wherein the jar comprises a signal conducting path 360 and a fluid 
flow path therethrough the interior of mandrel 12, and the signal conducting path 74 is 
isolated from the fluid flow path (see Figs. 1 1 A-D); and pulling or pushing on the string 
from an inherent rig, thereby operating the jar to deliver the impact force (see col. 13, line 
20 through col. 14, line 42). The signal conducting path is seen to be isolated from the 
flow path because the conductor of the signal is protected by jackets 372 and 386 (see 
col. 13, lines 37-62). 

Regarding claim 58, the jar further comprises an axially displaceable electrical 
coupling 388 (see Fig. 1 ID), wherein 360 and 388 as a whole are seen as an electrical 
coupling between the tools above and below the telescoping jar 10"\ 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
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made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 46, 51, and 52 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Templeton in view of Evans. 

Templeton teaches an inherent method for communicating with a downhole 
device comprising positioning a tubular string 17 in a wellbore (see col. 6, lines 22-25). 
The tubular string includes an axially extendable signal conducting tool 1 8 having a flow 
path therethrough the interior of mandrel 12 (see Figs. 1 1 A-D and col. 4, lines 36-42), 
wherein the signal conducting tool is located between a downhole device 20 and an upper 
end of the tubular string 17 (see Fig. 1 and col. 6, lines 22-24). However, it is not 
explicitly taught that the string includes a signal transducing downhole device or that the 
method also includes sending a signal between the downhole device and a location above 
the tool, the signal traversing a path through the tool wherein the signal path is physically 
separated from the fluid flow path. 

Evans teaches a tubular string and an axially extendable signal conducting tool 
1 0" x similar to that of Templeton. It is further taught that the tubular string includes a 
signal transducing downhole device, such as the MWD devices that are notoriously 
known in the art (see col. 10, lines 37-41), wherein the signal from the downhole device 
would be sent above the signal conducting tool 10'" through signal path 360. It would 
have been obvious to one of ordinary skill in the art, having the teachings of Templeton 
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and Evans before him at the time the invention was made, to modify the tubular string 
taught by Templeton to include the signal transducing device of Evans, in order to obtain 
a signal path that is physically separated from any flow path in order to protect the signal 
conductors from harmful wellbore fluids. One would have been motivated to make such 
a combination since Templeton has left the invention open for the use of any known 
electrical conductor or the like to be used in the isolated conductor path, and since Evans 
has left the invention open for any known downhole tool to be connected to the end of the 
electrical conductor. Therefore, anyone attempting to solve the narrow problem of 
conducting signals from a downhole device uphole through an axially extendable signal 
conducting tool would consult these references and apply their teachings together. 

Regarding claim 51, the combination applied to claim 46 above teaches that the 
axially extendable conducting tool further comprises an axially displaceable electrical 
coupling 388 (see Fig. 1 ID of Evans), wherein 360 and 388 as a whole are seen as an 
electrical coupling between the tools above and below the telescoping jar 10" \ 

Regarding claim 52, as best understood, the combination applied to claim 46 
further teaches that the method also includes pulling or pushing on the string from a rig 
16, thereby operating the jar to deliver an impact force (see col. 4, lines 36-52 and col. 5, 
lines 24-62 of Templeton). 

8. Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Templeton in view of Evans as applied to claim 46 above, and further in view of US 
patent 4,416,494 to Watkins et al. 

The combination applied to claim 46 teaches the method that includes sending a 
signal through the signal conducting tool. It is not taught that the signal is transmitted 
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from a sensor, or that the sensor measures temperature, pressure, or chemical 
characteristics of a fluid around a bit. 

Watkins et al teach a method for sending signals similar to that of the 
combination. It is further taught that at least one sensor is located adjacent a bit that 
measures temperature, pressure, and chemical characteristics of a fluid around the bit (see 
Fig. 1 and col. 5, lines 36-48). It would have been obvious to one of ordinary skill in the 
art, having the teachings of the combination and Watkins et al before him at the time the 
invention was made, to modify the downhole device taught by the combination to include 
the sensor instrument of Watkins et al, in order to obtain measurements of subsurface 
conditions or parameters. One would have been motivated to make such a combination 
since Watkins et al has shown that it was notoriously known in the drilling art to sense 
downhole parameters adjacent the bit and transmitting the data uphole via electrical 
power, and since the combination has shown that data obtained from a downhole device 
can be sent uphole through the electrical conductor. 

9. Claims 27 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Templeton in view of Evans as applied to claim 46 above, and further in view of US 
patent 4,899,834 to Weldon. 

The combination applied to claim 46 above teaches the method that includes a 
downhole device inherently actuated by an electrical transmission from the surface. It is 
not taught that the device is a drilling hammer or a vibrator. 

Weldon teaches a method for communicating with a downhole device similar to 
that of the combination. It is further taught that the downhole device is a drilling hammer 
and a vibrator (see col. 3, lines 3-5 and col. 4, lines 1-7). It would have been obvious to 
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one of ordinary skill in the art, having the teachings of the combination and Weldon 
before him at the time the invention was made, to modify the downhole device taught by 
the combination to include the drilling hammer and/or vibrator of Weldon, in order to 
obtain a device that can penetrate very hard formations (see col. 1, lines 40-45 of 
Weldon). One would have been motivated to make such a since Weldon has shown it to 
be notoriously known in the art to use a drilling hammer and/or vibrator downhole to 
assist in drilling hard formations. 

10. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Templeton in view of Evans as applied to claim 46 above, and further in view of US 
patent 6,296,066 to Terry et al. 

The combination applied to claim 46 above teaches the method wherein a 
downhole device is included. It is not expressly taught that the device is a stabilizer. 

Terry et al teach a method for sending signals similar to that of the combination. 
It is further taught that a downhole device for the controlled drilling can be a stabilizer 
(see col. 17, lines 13-30). It would have been obvious to one of ordinary skill in the art, 
having the teachings of the combination and Terry et al before him at the time the 
invention was made, to modify the method taught by the combination to include the 
downhole stabilizer of Terry et al, in order to obtain a string that can be propelled and 
steered in any direction more effectively. One would have been motivated to make such 
a combination since Terry et al have shown that it was notoriously known in the art of 
drilling control to use stabilizers as downhole devices for such control. 
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11. Claims 26, 29, 47, 48, and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Templeton in view of Evans as applied to claim 46 above, and further 
in view of US patent 5,316,094 to Pringle. 

The combination applied to claim 46 above teaches the method that includes a 
signal path and a downhole device. However, it is not expressly taught that the signal 
path includes a wall of the conducting tool, that the downhole device is a drill bit, that the 
downhole device is a rotatable steering apparatus, or that the downhole device is a 
thruster. 

Pringle teaches a method for sending signals similar to that of the combination. It 
is further taught that the signal path includes a wall of the signal conducting tool 108 (see 
Figs. II- IK), and that the downhole device is either a drill bit (see col. 2, lines 44-50 and 
col. 5, lines 49-52), a rotatable steering apparatus, and/or a thruster, that is actuated by an 
electrical transmission from the surface (see col. 1, lines 19-23, col. 2, lines 3-16, col. 2, 
lines 44-68, and col. 3, line 65 through col. 4, line 2). It would have been obvious to one 
of ordinary skill in the art, having the teachings of the combination and Pringle before 
him at the time the invention was made, to modify the method taught by the combination 
to include the aforementioned teachings of Pringle, in order to obtain flexible storage for 
a downhole electrical conductor. One would have been motivated to make such a 
combination since the combination is open to the use of any type of downhole tool 
known in the art, and since the extendable mandrel of the combination is very similar to 
the extendable mandrel 16 of Pringle, Pringle has shown it to be notoriously known in the 
art that these types of extendable devices can have signal paths through the wall of the 
conducting tool. 
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12. Claim 49 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Templeton in view of Evans and Pringle as applied to claim 47 above, and further in view 
of US patent 4,899,834 to Weldon. 

The combination applied to claim 47 above teaches the method that includes a 
downhole device actuated by an electrical transmission from the surface. It is not taught 
that the device is a vibrator. 

Weldon teaches a method for communicating with a downhole device similar to 
that of the combination. It is further taught that the downhole device is a vibrator (see 
col. 3, lines 3-5 and col. 4, lines 1-7). It would have been obvious to one of ordinary skill 
in the art, having the teachings of the combination and Weldon before him at the time the 
invention was made, to modify the downhole device taught by the combination to include 
the vibrator of Weldon, in order to obtain a device that can penetrate very hard 
formations (see col. 1, lines 40-45 of Weldon). One would have been motivated to make 
such a since Weldon has shown it to be notoriously known in the art to use a vibrator 
downhole to assist in drilling hard formations. 

Allowable Subject Matter 

13. Claims 53-55 are allowed. 

Response to Arguments 

14. Applicant's arguments with respect to claim 46 have been considered but are moot 
in view of the new ground(s) of rejection. 
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Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hall et al, Taylor, and Zeller teach jars and/or conductors of 
particular interest. 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. 
The examiner can normally be reached on Monday - Thursday from 7:00am to 4:30pm. 
The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). ^ 
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